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3. Surrs For Unrair CoMPETITION. 

§ 1. Jurisdiction (p. xlv). 
2. Parties and Liability (p. xlv). 
3. Pleading and Practice (p. xlvi). 
4. Evidence (p. xlvi). 
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§ 6. Relief. 
a. Injunction (p. xlvii). 
b. Accounting of Profits (p. xlviii). 
c. Damages (p. xlviii). 
d. Costs (p. xlviii). 
§ 7. Laches (p. xlix). 
§ 10. Contempt (p. xlix). 


I. TRADE-MARKS GENERALLY. 
1. Nature or Trape-Marxk RiGurts. 


§ 1. Character of Right. 
There is no property in a trade-mark, except as appurtenant to an 
established business or trade, in connection with which the mark is used. 1 


Property in trade-marks rests upon the laws of the several states, and 
depends upon them for protection, subject to the Congressional authority 
to regulate interstate and foreign commerce. 1 


The exclusive property of the owner of a trade-mark is entitled to the 
protection which the highest powers of the court can afford, not only to 
do individual justice, but to safeguard the interests of the public by pre- 
venting one’s passing off his goods as those of another. 136 


I, 1,§ 2. Extent of Right. 
It seems that there is nothing to prevent a state from conferring on 
the first user within that state a right to a trade-mark that shall be exclu- 
sive in that state against an earlier user elsewhere. 1 


The adoption of a trade-mark does not project the right to protection 
in advance of the extension of the trade, or confer rights in territory to 
which it may be desired thereafter to extend the trade. 1 


The general rule is that priority of use determines the title to a mark, 
because priority of use makes the mark distinctive of the goods of the first 
user. The rule does not apply where the same mark is simultaneously 
employed by different traders in good faith in different and distinct terri- 
tories. In such a case, the rights of both parties must be preserved. 2 


The first user of a mark who had employed the mark in a limited ter- 
ritory only denied an injunction against a later user in good faith, in a 
territory which the former had failed to occupy during a long period of 
years. 2 

x 
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Until the courts specifically apply the doctrine announced in United 
Drug Co. v. Theodore Rectanus Co., 257 O. G. 1082 [9 T. M. Rep. 1], the 
Patent Office should follow its long-established practice and regard a 
registered mark as known and its use as extending throughout the United 
States. 314 


I, 1, § 5. On What Goods. 

When one adopts a well-known and much-used symbol as a trade-mark 
for particular goods, after other traders have applied it to other par- 
ticular goods of the same general class, he is not entitled to the same lati- 
tude in determining what falls within the natural expansion of his business, 
in order to prevent the use of such mark by others, as one who has coined 
or originated his mark. The appearance of such newly coined or originated 
mark, even upon an article unlike that for which it was first adopted, tends 
to confuse the public as to the origin of the product; while in the case of a 
much-used symbol, the public learns to discriminate. 307 


I, 1, § 7. Use of Mark. 


The use of the word “Kitchen” in the combination of ome 
lenzer 


will not support an application for registration of the word “Kitchen” 
alone. No trade-mark use of this word is shown. 122 


Use of a trade-mark on book used for advertising the business of the 
sender only is not use in trade. 325 


An alleged trade-mark for paper, envelopes, and stationery, consisting 
of the applicant’s name between two concentric elipses, held no trade-mark 


at all. Applicant’s sale of “service” by use of the stationery is not use 
of the mark in trade. 326 


A party establishing the date of actual use of his trade-mark is not 
restricted to the date alleged in the application. But testimony relative 


to use prior to the date given in the application should be carefully 
scrutinized. 513 


I, 2. Wat May se a Trape-Mark. 


§ 1. Color. 
Descriptive words, words of color, cannot be monopolized, and unless 
used in imitative combination one trader has no right to an injunction 
restraining their use by a rival. 198 
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I, 2, § 3. Descriptive and Generic Terms. 
See, also, II, 4, § 2. 


The following marks are held to be descriptive: 


“Autoguard,” for bumper for automobiles, 323 
“Cream of Ice Cream,” for ice cream, 322 
“Dri-Kure,” for vulcanizers, 518 
“Easyset,” for metal frame window sash, 225 
“Fli-Bar,”’ for window screens, 518 
“Hairforever,” for hair tonic, 515 
“Infallible,” for smokeless powder, 245 
“Innerbinder,” for binding covers, 322 
“Interlox,” for packing goods, mailing bags, etc., 517 
“Just Right,” for roofing, 322 
“Keep Kold,” for packing boxes, 516 
“Kenosha-Klosed-Krotch,” for underwear, 432 
“Lock Link,” for chains, 331 
“Mahogany,” for shoe polish, 516 
“Minute,” for spark-plug cleaner, 320 
“Model,” for brassiéres, collars, cuffs and neckwear, 320 
“No-Hair,” for superfluous hair remover, 323 
“No Rub in the Tub,” for soaps, 514 
“Sargent Safety,” for a water gauge, 322 
“Service,” for rubber and fabric belts, 397 
“Slo Flo,” for lubricating grease, 398 
“Spearmint,” for chewing-gum, 77 
“Square Turn,” for tractors, 320 
“Textul,” for an oil to clean wool and worsteds, 397 
“TubTest,” for overalls and work coats, 433 
“U-Put-On,” for rubber heels, 322 
“Vacu-Vapor,” for valves, 320 
“Velvet,” for ice cream, 123 
“Velvet Kind,” for ice cream, 123 
“Vogue,” for dyes, 518 
“White” for soaps, 514 
The following marks are held not to be descriptive: 
“Dutch Dainties,” for candy, 321 
“Hog-Tone,” for a hog tonic, 322 
“Kiddies Kicks,” for shoes and boots, 323 
“Lids for Kids,” for children’s hats, $21 
“Mormiles,” for tablet for internal combustion fuel, 518 
“Trucker,” for plows, 516 


“Vogue,” for a magazine, 498 
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Words which in their ordinary signification or in their accepted 
trade meaning merely describe quality in the articles to which they are 


applied cannot be appropriated as trade-marks by one trader to the ex- 
clusion of others. 123 


Where in a suit for infringement of a word trade-mark the evidence 
showed that the word, though originally adopted by the plaintiff as an 
arbitrary term applied to a certain kind of imported wood, had come by 
use and association to be the descriptive name of such wood and that it 
was not distinctly connected with the plaintiff or his manufacture, the 


plaintiff failed to establish an exclusive right in the word, and the suit was 
dismissed. 292 


The word “Peptomint,” being popularly understood as a corrupt spell- 
ing of peppermint and being so pronounced, could have no standing as a 
common-law trade-mark for chewing gum. 327 


I, 2,§ 4. Words Publici Juris. 

The fact that “Scandinavia” had formerly been used in England upon 
belting made under a British patent granted to a predecessor of plaintiff’s 
assignor did not of itself render the mark publici juris upon the expira- 
tion of the patent, it not appearing that the word was ever used de- 
scriptively, so as to become a generic or identifying name of the goods. 137 


No one can have a monopoly of form, of color, of the shape of letters, 
or of geographical names. 341 


I, 2, § 5. Geographical Terms. 
See, also, II, 4, § 4. 


Geographical terms and words in common use to designate a locality, 
country, or a section of a country cannot at common law be exclusively ap- 
propriated as trade-marks, unless used in arbitrary or fancy sense, unless 
the owner is the sole possessor of the place of origin and had a monopoly 
of its vendible product, or unless the use of such a name could not pos- 
sibly mislead or deceive. 136 


In the case at bar, the word “Scandinavia” as applied to woven textile 
belting was held invalid as a trade-mark at common law, since it indicated 
the notion of place and not that of origin or ownership. 136 


I, 2,§ 6. Proper Names. 
While a person has a right to use his surname as a mark, without 
being guilty of infringement, this right is subject to the limitation that he 
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cannot use his name in a manner tending to mislead, and that he must 
make it clearly appear that the goods are his own and not those of a prior 
user. 182 


I, 2, § 14. Deceptive Marks. 

The word “Mulsified” is a valid trade-mark for a cocoanut oil shampoo. 
Not being found in the dictionary, it may be said to be arbitrary. Though 
undoubtedly suggested by the word “emulsified,” its use would probably 
merely lead a purchaser to suppose that there was something unusual 
about the article to which it was applied. It is not, therefore, de- 
ceptive. 502 


I, 3. Trrte to a Trape-Mark. 


I, 3, § 2. Assignment and Devolution. 

The plaintiff, having by agreement with an English company become 
the exclusive agent of that company in the United States and acquired the 
exclusive right to use its trade-mark here for a long period of years, was 
such special owner of the trade-mark as entitled it to have said mark 
registered under the Act. 136 


Trade-mark “Silver Beam” for lamps held to have passed to the regis- 
trant, the senior party, upon the transfer of the business in which it was 
used. The transfer of a business takes the trade-mark, whether specifically 
mentioned or not. There can be no such thing as ownership of a trade- 
mark apart from the business in which it is used, and therefore no valid 
license to use a mark, reserving in the first user the title thereto, can be 
given. 324 


A trade-mark can be transferred only with the business in connection 
with which it is used. 506 


I, 3, § 3. Abandonment. 

The addition to a manufacturer’s line of a new and higher grade of 
flour under a different mark, is not a forfeiture of any rights in the mark 
formerly applied to its highest grade of flour, and still continued under 
the same mark, without depreciation in quality. 73 


I, 4. INFRINGEMENT. 


§ 1. Elements. : 
The use of similar trade-marks, without evidence of unfair compe- 
tition or fraud, does not of itself constitute infringement. 131 
xiv 
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To constitute infringement of a mark it is not necessary that it be 
appropriated in its entirety, if what is appropriated is misleading and 
likely to cause confusion. 182 


To justify a finding of infringement of a trade-mark, it is not necessary 
that the similitude should be exact. It is sufficient if, taking into account 
resemblance and conditions, the goods complained of are so marked that 
an ordinary purchaser is likely to be deceived thereby. 182 


Where plaintiff alleges imitation of his trade-mark, it is not necessary 
that the imitation of some feature of the plaintiff's mark would deceive if 
taken alone; it is sufficient if the imitation is deceptive when taken with 
elements of the mark which are common to the public. But the unlawful 
imitation must be what achieves the deception, though it could do so only 
on the special background lawfully used. 279 


Where a saloon keeper in selling drinks across his bar, made a practice 
of pouring gin manufactured by appellant from one of appellant’s trade- 
marked bottles to another, such practice being general among saloon keep- 
ers and being due to the fact that drinkers prefer to pour their drinks 
at bars from nearly full bottles rather than from nearly empty ones, 
appellant’s trade-mark rights were not infringed. 435 


To constitute infringement, it is not necessary that every detail of a 
trade-mark be appropriated, nor that the trade-mark be completely copied. 
A proper test is whether, taking into account the resemblances and the 
differences, the former are so marked that the ordinary purchaser is likely 
to be deceived thereby. 460 


It is no defense to a motion for an injunction to restrain the infringe- 
ment of a trade-mark that no proof of actual deception has been shown. 
It is the liability to deception which the remedy may be invoked to pre- 
vent. 460 

I, 4, § 2. Conflicting Marks. 
See, also, IT, 4, § 5. 


The following marks have been held to conflict: 


“Kiddies Kicks,” with “Kippy Kicks,” 323 
“Masterbuilt,” with “Master,” 318 
“Prest-O-Lite,” with “Ray-O-Lite,” 317 
“StaBrite,” with “Stabrite,” 226 
“Tonall,” with “Tonol,” 318 
“Vogue,” with “La Vogue Parisienne,” 498 
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The following marks are held not to conflict: 


“Chrismo,” with “Christo,” 318 
“Deerharts,” with “Sweetheart,” 318 
“Esco,” with “Crisco,” 319 
“Peptomint,” with “Spearmint,” 17 
“Play-O-Lite,” with “Prest-O-Lite,” 318 
“Vulcan,” with “El Volcan,” 317 


A trade-mark for onions, consisting of the letter “R” in red enclosed 
in a diamond, is infringed by a mark consisting of a monogram, made up 
of a red “R” and a blue “S” in a diamond. 52 


The bust picture of a negro woman, wearing a red bandana hand- 
kerchief around her neck, held to be infringed upon by the picture of a 
negro boy eating a watermelon. 67 


A mark consisting of a proper name, the letters of which are pierced 
by an arrow, conflicts with the word “arrow” or the picture of an arrow, 
in use by another. 68 


A mark consisting of a seascape, with a picture of a rising sun, con- 
flicts with marks consisting of the conventional representation of a sun, 
with and without the words “Sun-Proof.” The controlling feature of each 
mark is the picture of the sun. 74 


A mark consisting of a circle enclosing a dim outline of the map of 
the Western Hemisphere upon which appeared the letters “N” and “E” 
with an arrow extending between them, pointing in a northeasterly direc- 
tion, was refused registration because of similarity to a mark consisting of 
an arrow extending in a parallel direction through the letter “E.” 220 


Where it is sought to register a mark similar to one previously regis- 
tered, the matter of actual use of the goods of both parties for the same 
purposes is not important; the likelihood of confusion depends as much 
upon the probabilities of the future as upon the experience of the 
past. 224 


The plaintiff's trade-mark “Temptor,” applied to preserves, jelly and 
syrup, held infringed by defendant’s applying the same to pancake flour, 
macaroni, spaghetti, rolled oats, buckwheat flour, noodles, poultry food, 
and flavoring extracts. - 252 
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Trade-mark for wheat flour, embodying an oriental scene, pyramids, 
and the words “Golden Pyramid,” was properly refused because of the 
prior registration of “Pyramid Brand.” “Pyramid” is the dominant feature 
of each. 319 


A trade-mark for paint consisting of the picture of a swimming duck 
was properly refused on prior registration of marks showing representa- 
tions of ducks. 319 


The picture of a crown held to conflict with the words “Silver 
Crown.” 319 


“Hay-po” as a mark for a hair dressing, combined with two rectangular 
pictures alleged to be portraits of Effie Mathers, before and after treat- 
ment, was cancelled because of the prior use of the word “Poro,” with the 
usual before and after pictures, enclosed in circles. 323 


The words “Red Seal” as a trade-mark for charcoal held not likely 
to be confused with a previously registered mark consisting of a black wafer, 
with serrated edges on which was written “Standard Hard Wood Char- 
coal,” disclaimed. Doubt should be resolved in favor of the applicant, 
especially in view of the fact that the registrant of the older mark has 
stated in writing that he does not believe there is likelihood of confu- 
sion. 508 


Registration was properly refused of a mark for chocolates consisting 
of a full length picture on a box with a tray, the registration being op- 
posed by Walter Baker & Co., Ltd., owner of the well-known mark show- 
ing a Dutch waitress with a tray. 509 


“Highland” for ham, corned beef, and cooked shoulders, is refused 
registration because of the prior registration of “Highland Queen” for 
canned meats, beef, mutton, etc., and “Highland Brand,” with the picture 
of a Highlander, for various goods, including canned meat and fish. 513 


The representation of a negro man dressed in conventional cook’s garb, 
wearing a white cap and a long white apron, carrying a plate of smoking 
cakes in one hand and a cake turner in the other, with the word “Sambo” 
above, does not infringe upon the well-known “Aunt Jemima” mark. 513 


The word “White,” with the phrase “No Rub in the Tub” printed 
within the initial flourish of the letter “W,” used as a trade-mark for 
soaps, held likely to be confused with marks registered by Procter & 
Gamble in 1882 and 1885, both showing the word “White.” 514 
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“Dribrush” as a trade-mark for a shaving-brush holder held not posi- 
tively descriptive. The mark was a marginal one, and numerous authori- 
ties might be cited for or against its allowance, and in view of this 
fact held that the mark might be allowed, first by reason of the fact that 
it was not used on a brush, but on the holder, of which it was only sug- 
gestively descriptive; and, secondly, because the spelling was departed 
from, and an imitation of this exact word would undoubtedly be en- 
joined. 514 


I, 4, § 3. Goods of the Same Descriptive Properties. 
The following are held to be goods of the same descriptive qualities: 
Electric lighting and starting apparatus, and electric 


switches, 220 
Rubber bicycle and automobile tires, and rubber hose 

and belting, 70 
Storage batteries and electric lamps, 317 


“StaBrite” refused registration as a mark for a paint and varnish 
preserver, upon the opposition of a previous user of “Stabrite,” applied to 
a coating for the front ends and stacks of locomotives, the products of the 
parties being capable of being used interchangeably. 226 


A non-alcoholic cereal drink held not of the same descriptive prop- 
erties as a non-intoxicating beverage sold as a soft drink. 318 


I, 4,§ 5. Unauthorized Use. 

Where defendants acquired acetylene gas tanks, originally manu- 
factured and put out by complainant and bearing complainant’s trade- 
mark, refilling them and placed them on the market, their acts constituted 
not only unfair competition, but also an infringement of complainant’s 
trade-mark. 489 


I, 5. Surts ror INFRINGEMENT. 


§ 1. Jurisdiction. 

A case in which the Supreme Court of the Philippine Islands held that 
the trade-mark “Za Flor de la Isabela,” used upon cigars and registered 
in 1887 under the Spanish sovereignty, was not infringed by use of the 
brand “Isabelas,” said mark being geographical and not properly registrable, 
did not involve Articles 8 and 13 of the Treaty of Paris of 1898 in such 
manner as to give the owner of the mark a right of appeal to the Supreme 
Court of the United States under Section 248 of the Judicial Code. 177 
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I, 5, § 2. Parties. 
Where profits resulting from a business involving the infringement of 
a trade-mark have been realized by persons jointly, either as partners or 
otherwise, they are jointly liable to the owner of the mark for such 
profits. 494 


I, 5, § 5. Defenses. 

Where complainant had abandoned a suit for infringement in a state 
court, knew that defendants were continuing to incur expense in pro- 
moting sales in the locality in question, but did not itself attempt to secure 
custom there, it seems there would be sufficient evidence of estoppel or 
waiver to prevent a decree for profits, although further invasion of com- 
plainant’s right might be enjoined. 124 


I,5,§6. Relief. 
a. Injunction. 
The reasonable exercise of its discretion by the trial court, in granting 
or refusing an application for a preliminary injunction, will not be inter- 
fered with by the Appellate Court. 51 


I, 5, § 6, b. Damages. 

In a suit for infringement of a registered trade-mark a party cannot 
recover damages unless he has given notice of registration by placing the 
words “Reg. U. S. Patent Office” on his mark or label, except on proof 
that the defendant was duly notified of infringement and continued to 
infringe after such notice. 182 


I, 5, § 6, ¢. Accounting. 
In rendering an account of profits from sales made under an infring- 
ing mark, the infringer may be compelled to disclose the names and ad- 
dresses of his customers, particularly when he denies having made any 


profit, so that the inquiry may be limited to the damages sustained by the 
plaintiff. 89 


Plaintiff, who had been granted an injunction and an accounting of 
profits arising from infringement of its trade-mark, held not entitled to 
recover profits on sales made by defendant in good faith, without knowl- 
edge of plaintiffs rights, and on packages clearly identified as his own. 94 


An accounting in cases of alleged infringement will be ordered only 
upon the injured party’s proving a loss of sales as a result of confusion 
or misleading advertising. 132 
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In case of an infringement of a technical trade-mark, the owner 
thereof is entitled, not only to protection from further trespass, but to 
the recovery of all the profits realized by the infringer from the sale of 
articles under color of the infringing trade-mark, as an incident to and part 
of his property right. 489 


Where defendants have realized profits through marketing a product 
in such manner as to infringe plaintiff's trade-mark, and it is impossible 
for plaintiffs to show what proportion of the profits is attributable to the 
use of the trade-mark, and what proportion, if any, to other causes, the 
burden is cast upon the defendant to show what part is due to causes other 
than the use of the trade-mark. ‘ 494 


The stockholder of a corporation which has realized profits through 
the infringement of another’s trade-mark, is liable to account only for the 
profits in which he has participated. 494 


I, 5, § 9. Laches. 

Delay in seeking preventive relief against a continuance of the use 
of a proprietary name, such as a trade-mark, is not ordinarily a defense 
recognized in equity courts, however it may affect the right to an account- 
ing for profits. 196 


II. REGISTRATION OF TRADE-MARKS. 


2. EFFrect or REGISTRATION. 


Neither the state registration nor the federal registration under the 
Act of 1881 of a mark used only in New England territory could enlarge 
the rights of its user beyond what they were at common law, as against 
one who had acquired adverse rights at common law before the registra- 
tion. 1 


Whether registration of a mark under the federal act of 1905 enlarges 
the common law rights of the registrant, query. 1 


While the allowance of a trade-mark by the Patent Office furnishes 
strong presumption of its validity, the words “The Velvet Kind,” are so 
distinctly descriptive of the qualities of ice cream and that they are in- 
valid as a trade-mark for the product, though previously registered. 123 


Although a trade-mark for oleomargarine has been duly registered in 
the Patent Office, the quality of the product is tested by the meat inspec- 
tion laws, not by the trade-mark law. 234 
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II, 3. Tue Apprication. 


§ 1. The Applicant. 

When, during the pendency of an application, the name of the ap- 
plicant company has been changed, and a certificate issued in the original 
name, the certificate should, on a showing of the facts, be cancelled and 
a new one issued in the later name of the company. 317 


II, 3, § 2. Specimens. 

Where the trade-mark applied for was “Seal” for electric batteries, 
and the specimens showed two marks, one a blue seal with the words 
“Blue Seal,” the other a red seal with the words “Red Seal,” held there was 
no authority for registering a part of a mark only, as was sought here. 
To permit it would be to falsify the record and mislead the public as to 
the mark actually in use. Thus, the principal purpose of the registration 
would be defeated. If applicant would show the picture of a seal with the 
words “Blue Seal,” and disclaim the word “Blue” as descriptive, the mark 
might be registered. 324 


The name “Pratt & Whitney” may be registered, though the specimens 
show “Pratt & Whitney Co.” The omission of the word “Co.” is no mutila- 
tion of the mark. 324 


The trade-mark “Kasement” for hinges, springs and pulls for doors 
is properly registered where the specimens indicate the fixtures are for use 


on “Kasement” screen doors, for which the mark has been already regis- 
tered. 325 


II, 3, § 5. Statement. 

Where the applicant has stated that it is going into foreign commerce 
and wishes to obtain registration as soon as possible, and the mark has 
previously been registered and little search is necessary, the examination 
may be made special. Republication may be waived. 519 


II, 3, § 6. Amendment. 


In the trade-mark statute there is no provision for re-issue or amend- 
ments after issue. 327 


A statement may be amended to overcome the objection of ambi- 
guity. 505 


The petition to register a trade-mark for rice was denied for the time 
being, an amendment accompanying the petition not being responsive, 
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since it stated that affidavits were to be filed in support of applicant’s 
contention as to the registrability of its mark. If these affidavits were to 
be filed, they should be filed promptly. 505 


Held that when an amendment such as was required by the case at 
bar was presented, the question of revival would be further considered. 
For the time being the petition was denied. 505 


II, 4. RecistraBLeE Marks. 


II, 4, § 2. Descriptive and Generic Terms. 
See, also, I, 2, § 3. 
There is nothing per se descriptive about an arrow. It may be a good 
trade-mark. Nor will its use as a trade-mark interfere with its legitimate 
use by another, to indicate direction. 68 


In the case at bar, held, that in 1905, when complainant began business 
and registered its trade-mark in the Patent Office, the word, “velvet,” or 
the words, “velvet kind,” had become descriptive of the qualities of ice 
cream to such an extent that they could not be appropriated as a trade- 
mark applied to that article. 123 


The word “infallible” refused registration as a trade-mark for smoke- 
less powder, on the ground that it is descriptive, since it conveys the idea 
that the powder may always be relied upon to accomplish the purposes 
for which it is desired. 245 


“Model” for brassiéres, collars, cuffs and neckwear, held descriptive, 
meaning something to be imitated or copied. But in view of circumstances 
held that if applicant would limit the word to particular type and black 
mark under it, as shown in the exhibits, it might be registered. 320 


“Vacu-Vapor” for valves for steam heating systems held descriptive, 
indicating the peculiar utility of the valve. Immaterial whether applicant’s 
alleged trade-mark described his own goods, if it is descriptive of the kind 
or class of goods. 320 


The trade-mark “Square Turn” for tractors not necessarily descriptive. 
This is not an adjective in recognized use, and is unlikely to interfere with 
anybody else’s use of the word for purposes of description. The rule 
applicable to such word marks is that if the exclusive use of these words 
leaves open to everybody else all words useful in describing any quality or 
property appertaining to the particular class of goods, the words in ques- 
tion should be registered. 320 


xxii 


Dicest 


A trade-mark for instep arch supports consisting of a perspective view 


of the under side of a foot supported on a mechanical arch, held in turn 
by a hand, held descriptive. 321 


“Lids for Kids,” for children’s hats, is held not descriptive. Even 
if both words are slang of recognized meaning, the combination is striking 
and unusual. In 1910, when this trade-mark was adopted, “lid” had no 
such recognized use, and the mark will not interfere with the proper use 
of the language by anybody. 321 


The trade-mark for chains “Lock Link” held descriptive. Applicant 
could not monopolize a word which, though possibly not very aptly de- 
scriptive of his own chain, was descriptive of some other chain, since to 


allow him to do this would interfere with legitimate use of the word for 
description. 321 


A trade-mark for candy consisting of a pair of crude wooden shoes 
across one of which were the words “Dutch Dainties,” held not descriptive 
of goods made by applicant. 321 


“Cream of Ice Cream” for ice cream held descriptive, meaning the 
best or choicest. Other registrations of the word cream in the like sense 
are no justification of the error. 322 


Where plaintiff had registered two separate trade-marks, “Esta” and 
“Auxiliator,” for use upon a humidifier for internal combustion engines, 
and its advertisements and labels described its device as “Esta Water 
Auxiliator,” it was held that there was sufficient doubt of its right to ap- 
propriate the word “Auxiliator,” on the ground of its being descriptive, 
to preclude the granting of an injunction against a defendant using the 
alleged imitative mark “Ox-Iliator” upon machines designed for a similar 
purpose. 370 


The words “Kenosha-Klosed-Krotch” as applied to woven and knitted 
underwear held not registrable, since the word “Kenosha” is a geographical 
term and the words “Klosed-Krotch” are descriptive. 432 


Held that the word “TubTest” as applied to men’s overalls and work- 
coats would indicate that the clothes upon which this mark was applied 
would stand the test of washing and that the mark is therefore descriptive 
and not registrable. 433 


While the word “Vogue” was held to be to a certain degree descrip- 
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tive and a word publici juris, it was not so descriptive of the magazine 
“Vogue” as to preclude its use as a trade-mark at common law. 498 


“Dribrush” as a trade-mark for a shaving-brush holder held not posi- 
tively descriptive. 514 


The word “White,” with the phrase “No Rub in the Tub” printed 
within the initial flourish of the letter “W,” was refused registration as a 
trade-mark for soaps, washing powder, washing tablets and washing com- 
pounds. The mark was descriptive, since to the ordinary purchaser it 
would mean “White” and nothing else. As to the words “No Rub in the 
Tub,” these also were descriptive and a mere advertising expression. 514 


The word “Trucker” was permitted to be registered for plows, it 


appearing that there are no plows particularly adapted to the use of truck 
farmers. 516 


The words “Keep Kold” applied to packing boxes formed of or sup- 
plemented by heat-insulating material held descriptive and therefore not 
registrable. The mere fact that the word “cold” was mispelled, or that the 
words were spelled with a common initial letter, was not sufficient to justify 
the registration of the mark. 516 


A shield having at the top an eagle with outstretched wings and the 
words “Nulli Secundus” written across the shield and “Qualitas” above, was 
held registrable for leather, although it is the policy of the Patent Office 
to refuse the foreign equivalent of English words. 517 


“The representation of a grand piano and woman standing by the 
piano polishing the same” was held to contain sufficient arbitrary matter 
to warrant its registration as a trade-mark for furniture polish. 522 


II, 4, § 4. Geographical Terms. 
A trade-mark for candy consisting of a pair of crude wooden shoes 
across one of which were the words “Dutch Dainties” held not geograph- 


ical. 321 


The word “Kenosha” held to be geographical in the mark “Kenosha- 
Klosed-Krotch,” applied to woven and knitted underwear. 432 


“Old Virginia” was properly refused registration as a trade-mark for 
paints and stains, as being geographical. 519 


Xxiv 





DiceEst 


Application being made to register a recumbent lion, with the word 
“Senegal” beneath it, as a trade-mark for canvas belting and it being 
stated at the hearing that no claim was made to “Senegal” disconnected 
from its surroundings, held that if the application was so amended, the 
mark might be registered. 521 


II, 4, § 5. Conflicting Marks. 
See, also, I, 4, § 2. 


“Vulcan” for overalls, work-pants, etc., held not in conflict with “El 
Volcan,” sometimes accompanied by the picture of a volcano, used upon 
piece goods suitable for overalls and the like. 317 


Where “Chrismo” for non-alcoholic cereal drink was opposed on the 
ground of conflict with “Christo” for non-intoxicating beverage sold as a 
soft drink, held that the goods were not of the same descriptive properties. 
There was no likelihood of confusion. Also the resemblance between the 
marks was not impressive. The “m” in place of the “t” called attention 
to the fact that the applicant’s mark was not “Christo.” 318 


The trade-mark “Play-O-Lite” for electric lamps to be used in il- 
luminating the front of pianos does not infringe on the trade-mark “Prest- 
O-Lite” for gas tanks, storage batteries, etc., in view especially of other signs 
for electric lamps, “Linolite,” “Tubolite,” “Portolite,” “Pract-El-Lite.” 318 


The picture of a crown for sugar was properly rejected on prior 
registration of the words “Silver Crown” for the same goods. If the former 
mark were printed in silver, the goods would be known as “Silver Crown” 
and confusion would result. 319 


“Esco” for shortening, made up from the corporate name of appli- 
cant, will not interfere with “Crisco.” “Crisco” having been registered over 
“Crispene,” applicant cannot contend that the two marks are alike, simply 
because they have the common syllable “Co.” 319 


The trade-mark “Kiddies Kicks” for shoes and hats held liable to 
confusion with “Kippy Kicks” for similar goods. An interference between 
the two marks should not be dissolved on motion. 323 


“Premium” was refused registration as a trade-mark for canned salmon 
because of the prior use of “Premier” for goods of the same class. 364 


Complainant, publisher of the magazine “Vogue,” is entitled to a pre- 
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liminary injunction restraining defendants from publishing or selling a 
magazine under the name “La Vogue Parisienne,’ upon the ground that 
use of the word “Vogue” in the title of defendant’s periodical constitutes an 
infringement of complainant’s trade-mark. 498 


A trade-mark consisting of a diamond enclosing the letter “D,” prom- 
inently displayed, and surrounded by the words “The P. W. Drackett & 
Sons Company,” less prominently displayed, registered for washing soda, 
etc., was cancelled upon proof of prior use of the letter “D” in a diamond 
border for soda ash. 506 


Registration of “Pride of Aurora” as a trade-mark for various gro- 
ceries, including coffee, tea, oatmeal, dried codfish, rice, canned fruits, 
canned salmon and spices, was granted, notwithstanding the prior regis- 
tration of the word “Aurora” to others for coffee, etc. 507 


The registration of “Ideal” as a trade-mark for threshing machines 
and grain separators being opposed, in view of the prior registration of 
the same word for band cutters and self-feeders for threshing machines, 
it was held that the goods were not identical, and the question whether the 
use of the same mark upon goods could cause confusion was sufficiently 
doubtful to justify the registration, in view of the consent of the registrant 
thereto. 511 


Registration of the words “Beats the Dutch” over the figure of a 
woman dressed in Dutch garb spanking a child, was refused as a trade- 
mark for a cleansing and scouring powder, upon opposition by the owner 
of “Old Dutch Cleanser.” 512 


II, 4, § 6. Goods of the Same Descriptive Properties. 
See I, 4, § 3. 


II, 4, § 7. Proper Names. 
A mere family name cannot be properly registered as a trade-mark, 
and when so registered may be cancelled on the application of an interested 
party. 116 


“The Dunham Heating Service” (the word “the” being encircled by the 
“D”) is a distinctive way of writing the name Dunham, as much so as the 
signature of Dunham. The office should be liberal in registering proper 
names distinctively displayed. “Heating Service” should be disclaimed, 
except in the association shown. : 324 
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Trade-mark for underwear, consisting of two concentric circles en- 
closing two wreaths, and a double bar across the front, and above and out- 
side the circles the name “Wallace’s” in script. The display is sufficiently 
distinctive. The name is obviously in somebody’s handwriting. The mark 
should be taken as a whole. 326 


The statutes do not require that a proper name, to be registered as a 
trade-mark, shall be so written as to “submerge the identity of the name,” 
only that mere names shall not be registered, and the Patent Office should 
not require more than the statute intended. 430 


II, 4, § 9. Ten-Year Clause. 
e. Geographical Terms. 

Since the plaintiff and its predecessors from whom it derived title had 
made actual and exclusive use of the word “Scandinavia” as a trade-mark, 
both in foreign commerce and in commerce between the states, for ten 
years next preceding the passage of the Registration Act, and had regis- 
tered it under the Act, it was entitled to protection thereunder as a valid 
trade-mark, without regard to whether it was or not valid at common law 
and prior to its registration. 136 


II, 4, § 12. Foreign Marks. 

As a trade-mark acknowledges no territorial limits, but extends to 
every market where the trader’s goods have become known and identified 
by his use of the mark, the English owner of the mark in question, who had 
used it for almost forty years in England, could, if the right to use it in 
this country had not been assigned to complainant, have registered it in 
the United States. 136 


II, 4, § 18. Corporate Names. 
The word “Simplex” was refused registration on that ground that it 
was the mere name of a corporation. 364 


Where application was made for registration of the representation of 
a calla lily, with the word “Purity” above in a diamond-shaped frame, for 
cream meal, white samp, pearl hominy, etc., and there were prior registra- 
tions of “Hungarian Purity,” as applied to flour, and a calla lily with the 
word “calla” above it, to be used on wheat flour, held that as there was not 
only a difference in goods, but striking difference in the marks, and as 
applications had already been granted other registrants covering the same 
mark, used on breakfast foods, etc., and no opposition had developed, the 
mark might be registered unless opposition actually developed. 511 
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Registration was properly refused for “Ivy Corset Company,” on the 
ground that it was merely the name of a corporation. So far as foreign 
registration is concerned, however, no reason is seen why the applicant 
should not register its entire mark as shown on the sample submitted and 
thus form a basis for its foreign registration. 526 


II, 4, § 14. Representation of Goods. 
Applications involving the use of illustrations as trade-marks should 
be allowed or refused depending on whether the representation is only a 
picture of the goods on which the trade-mark is to be used or whether it 
includes sufficient arbitrary matter additional to the mere picture to in- 
dicate the origin or ownership rather than the mere description of the 
goods. 523 


The picture of a woman sitting upon a couch having a wrapper draped 
in such manner as to reveal in part the knitted underwear which she wears, 
with children also dressed in such underwear beside her, held not descriptive, 
and registrable as a trade-mark for underwear. 523 


II, 4, § 15. Ornamental Features. 

A design formed by horizontal and vertical lines embossed or indented 
into roofing material in such manner as to leave the surface of the roofing 
corrugated in squares is not a registrable trade-mark, since by being 
applied to the entire surface of the goods it ceases to be a mark. 227 


Trade-mark for coffee, teas and spices, consisting of a checker or 
domino pattern. The label shows what is claimed is a design covering 
the whole package, irrespective of color, size or arrangement, and on the 
basis of a use in which the pattern is a mere ornamental background for 
other trade-marks. It is obvious that the design is not intended to indicate 
make, but is only ornamental. It might become distinctive by long use, 
but that is not enough. Nothing can be a trade-mark that does not show 
on the face of it that it is meant to be such, for its very function is to 
point out or distinguish. 325 


The pictorial representation of a man attired in a suit of underwear 
of the closed-crotch type engaged in strapping a valise is registrable as a 
trade-mark for woven and knitted union suits, shirts, etc. 518 


II, 4, § 18. Equivalents. 


The word “Crown” and the picture of a crown held to be equiva- 
lents. : 319 
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II, 4, § 19. Portraits. 

Application to register as a trade-mark for wheat flour the portrait 
of a man, with the words “Jean Baptiste Faribault” written below, the 
picture and the words being on a circular field, with the representation of 
stalks of grain on either side of the portrait, could not be successfully 
opposed by the user of the mark “Faribault Fancy.” 509 


II, 4, § 20. Public Insignia. 


“U. S.” was refused registration, although the letters were the initials 
of the applicant. 325 


An applicant was permitted to change his mark so as to do away with 
similarity to the coats of arms of Utah and Oregon. 521 


A mark containing the letters “U. S.” is refused registration as being 
a simulation of government insignia. Placing the letters on a shield which 
is in general outline like the goverment shield merely emphasizes the 
objectionable character of the mark. 521 


II, 4, § 22. Part of Mark. 
Where applicant’s mark as used consisted of a silhouette on a back- 
ground of “plaid design,” registration of the design alone was refused on 


the ground that this was only a fragmentary or mutilated part of the 
mark. 429 


II, 4, § 23. Letters. 
Letters used merely as grade marks are not registrable. 76 


II, 5. INTERFERENCES. 


II, 5, § 2. Evidence. 

Where applicant sought registration for “Bear” as a mark for ginger 
ale, sarsaparilla, etc., and opposition was raised because of prior registra- 
tion of several marks—one showing a bear and the words “Ron-Bre” for 
non-alcoholic beverages; another showing a polar bear on a cake of ice, 
for birch beer and root beer, and a third displaying two bears standing 
against a bottle for syrups, etc——applicant, who had already registered a 
bear for mineral waters, was granted an interference. 525 


II, 6. Opposrtions. 
§ 1. The Opponent. 


One opposing the registration of a trade-mark is not required to 
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show a superior right to the applicant in order that it may successfully 
resist the application; it will be sufficient if it is on an equal footing with 
the applicant and can show probable damage resulting from the registra- 
tion. 222 


Central blue stripe as trade-mark for rubber belting refused on ap- 
plication of a manufacturer who made a blue belt with the seam stripe of 
a different shade of blue. It is not material why opposer made and sold 
blue striped belt. He has the right to be immune from attack by another 
claiming the mark as a trade-mark. 323 


Where the opposer of the registration of the words “Our Flag” as a 
trade-mark was an association which had been organized by the merger of 
several companies, each of which had been accustomed to use a flag bearing 
a distinguishing letter as a mark, and the opposer continued after the 
merger to use these flags to designate different brands of its product, it 
was held that said association was not in a position to maintain its opposi- 
ton. 365 


The ground upon which an opposition is sustained when the opposer 
merely alleges use of a descriptive or geographical term, which he, as 
well as any other member of the public, has the right to use, is that by the 
registration the applicant is given prima facie right to stop such use. 509 


The trend of the decisions indicates that where injury or damage does 


or may result, opposition may be sustained, whether opposer has registered 
its mark or not. 512 


II, 6, § 2. Notice. 
In construing a notice of opposition which is susceptible of more than 
one meaning, that meaning must be adopted that is most favorable to the 
opposer. 70 


II, 8. Proceepincs ror Review. 


The practice of submitting an appeal without appearance and without 
a brief is highly improper, and would justify dismissal of the appeal. 318 


II, 9. CANCELLATION. 


§ 1. Petition. 7 
One who has used a mark to indicate grade or quality, may apply to 
cancel its registration by another. 76 
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A corporation the essential element of whose corporate name is a 
family name, has a standing to petition for the cancellation of a registered 
trade-mark consisting of or including that family name. 116 


A petition seeking the cancellation of the mark “Marinello,” registered 
for cosmetics, was refused where it appeared that petitioner had merely 
applied the word to a system of beauty culture. A mere statement that 
petitioner deems himself injured is not sufficient. 506 


II, 9, § 2. Pleading and Practice. 

When the wrong State is named as the State of applicant’s incorpora- 
tion, the mark should be cancelled, without a petition under rule 52, which 
contemplates only an inter partes case, and upon filing a statement that 
the corporation is the same, the old mark should be cancelled and a new 
certificate issued without a new publication. 326 


M. E. Greenfield Co. has made application for the cancellation of the 
trade-mark of Ivan Frank & Co. They consent. No limit of appeal 


being set, and the consent being considered a waiver, the registration is 
cancelled. 506 


Where a question of res adjudicata was raised in cancellation pro- 
ceedings, it was held that the matter should be raised in the pleadings, 
rather than by motion to strike out, so that the whole matter could be taken 
to different tribunals and considered by them. 510 


II, 9, § 3. Evidence. 
A petitioner for cancellation cannot invoke the superior rights of a 
third party in the mark to support his petition. 68 


A party cannot sustain a cancellation proceeding by showing that a 
third party used the mark prior to the registrant. 506 


The fact that the party applying for cancellation has not registered 
his mark is immaterial; it is only necessary to show injury in the sense in 
which the word is used under section 13 of the Trade-Mark Statute. 506 


Where, in proceedings to cancel a registered mark on the ground of 
prior use, a witness identifies in a register entries which he states show 
orders for goods bearing petitioner’s trade-mark, shipped at a date prior 
to that established by the registrant, and a label bearing the mark and said 
to be used at a still earlier date is introduced, and it is shown that the use 
of the mark has been continuous, the evidence is sufficient to sustain the 
application for cancellation. 518 
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II, 9, § 8. Res Adjudicata, 

A court decision, adjudicating on grounds of unfair competition the 
right to use a proper name, has no bearing on the issue of a cancellation 
proceeding, which involves only the validity of a registered trade- 
mark. 116 


II, 11. Sratre Srarvtes. 


§ 1. New York. 

Under § 367, General Business Law of New York, providing a penalty 
for refilling, by another than the owner, of bottles bearing a label or trade- 
mark, it is an offense to refill the bottle with other goods made by the 
owner of the trade-mark. 65 


Facts held not to show possession of or trafficking in milk cans with- 
out consent of owner, under New York Statute. 115 


II, 12. Lasets. 


A court of equity will not interfere with the use of a label which is 
such that the average purchaser can by ordinary attention immediately 
distinguish it from the label of another party. 132 


III. UNFAIR COMPETITION. 


1. Nature AND Basis oF Wrone. 


§ 1. Distinguished from Infringement of Trade-Marks. 

The law of trade-marks is part of the broader law of unfair competi- 
tion. The function of a trade-mark is to protect the good-will of its 
user’s business against injury arising from the sale of another’s article 
as his. 1 


Although not having a technical trade-mark, a dealer may nevertheless 
acquire property rights in distinctive words, marks or other designations, 
which the courts will protect upon proof of unfair competition. 123 


While, in markets distinct from those already occupied by complain- 
ant, defendant was permitted use of complainant’s mark, not a valid trade- 
mark, in competing fields defendant will be held to utmost good faith and 
diligence in distinguishing its product from complainants. 124 
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III, 1, § 2. Elements. 

What is unfair competition in business must be determined with par- 
ticular reference to the character and circumstances of the business. The 
right to relief against unfair competition is not confined to cases of the 
sale of the goods of one man as those of another. 15 


In order to sustain the jurisdiction of equity to restrain the use of 
unfair methods of gathering news, there need be no general and absolute 
property in the news as such. The right to acquire property by honest 
effort is entitled to protection, equally with property itself. 15 


There is fraudulent competition, where the territory of the plaintiff 
meets that of the defendant, though only in the sale of goods bearing a 
customer’s name, and the intent of defendant to copy plaintiffs goods is 
clearly established. 49 


For defendant to copy plaintiff's trade-mark is of itself unfair com- 
petition; actual fraud need not be shown. 137 


A person may adopt a trade-name, consisting of a combination of 
words, none of which is capable of exclusive appropriation. Descriptive 
words may, by long use, become identified with the business of a particular 
trader, and it is then unfair competition for a subsequent trader to use 
the same words in connection with a similar business in such manner as 
to deceive. The fact that the words used are part of a corporate name 
is not important. The essence of the wrong is deceit, and consists in the 
representation by the offender that his goods or his business are the goods 
or business of another. 198 


The rule governing cases involving charges of unfair competition is 
that one may not legally use means, whether marks or other indicia, or even 
his own name, for the purpose of selling his goods as those of another. 341 


The test of whether or not there is infringement or unfair competition 
is to be determined by taking the trade-marks, labels, and dress as a whole 
of the articles in question and determining therefrom whether the re- 
semblances so far dominate the differences in appearance, sound and dress, 
as to be likely to deceive, not the cautious, experienced or discriminating 
purchaser, but the average, ordinary and unwary customer. 353 


If one manufacturer has created a demand on the part of the pur- 
chasing public for his particular make of a given product, and another 
manufacturer seeks to share in the trade thus created by imposing the 
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second make as the first, such second manufacturer is guilty of unfair 
competition. 375 


One who passes off his goods as those of another is guilty of unfair 
competition, whatever the means used. If that is the purpose and effect 
of what is done, the result is the same, although the defendant in so pass- 
ing off his goods, employs terms which describe them truly. 502 


III, 1, § 3. Right of Priority. 
The burden is on a later comer in an established field to exercise a 
proper degree of care and caution to adopt devices which may not cause 
confusion as to the origin of the product. 353 


III, 1, § 4. Intent. 
If complainant had acquired right to exclusive use of words as a trade- 
mark, their use by defendant would be of itself evidence of intent to 
defraud. 123 


An unlawful intent to cause one’s goods to be mistaken for those of 
a competitor is immaterial so long as only lawful means are employed 
to make it effective. 341 


Unfairness may be found in the selection of a name like that of a 
competitive product, if intended to deceive; it may also be found if the 
mistake of one name for the other will result, although such result may 
not have been the motive for the choice of the name. 379 


III, 1, § 5. Deception. 

Where the evidence failed to show that the public attached any im- 
portance to the source of plaintiff’s goods, or had been deceived by believ- 
ing that defendant’s merchandise was plaintiff’s, a cause of action for 
unfair competition was not made out. 241 


III, 1, § 7. Territorial Extent of Rights. 

Where, through advertisement and extensive use, the words “The 
Velvet Kind” had come to signify to the trade in Washington and Rich- 
mond, and the immediate vicinity of those cities, ice cream made and sold 
by complainant, but complainant had no plant or appreciable trade in 
Baltimore, complainant could not restrain the application of said words 
to defendant’s product in that city, which, with reference to ice cream, 
constitutes a distinct and separate market. 123 
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III, 2. UNrarrness rn ComPETITION. 


§ 1. Imitating Appearance of Article. 

Where the product of appellees had become distinguished by a label 
bearing the words “Pep-O-Mint” in white letters on a purple background, 
the letters being graduated in size, the largest at the ends, the other 
diminishing towards the round “O” at the center, appellant was guilty of 
unfair competition in adopting for a similar product a label bearing the 
word “Peptomint,” also in white letters, upon a purple background and 
graduated in such manner as to simulate “Pep-O-Mint.” 327 


Where, in a case of alleged unfair competition, there was nothing, 
either in the general likeness of the products of plaintiff and defendant, or 
in any of the features of their appearance, or in all combined, which led 
to the conclusion that there was either the attempt to palm off one make 
for the other, or that one had been mistaken for the other, it was held that 
the bill was not sustained by the proofs. 379 


III, 2, § 3. Imitating Packages and Containers of Goods. 
There is no unfair competition in the use of features in the dressing 
of goods that are common to the trade. 77 


Where plaintiff had for many years marketed a preparation of sandal- 
wood oil contained in bottles of peculiar shape, bearing wrapper, seals 
and label of unusual character, with its registered trade-mark, and de- 
fendant later offered for sale a preparation of sandalwood oil in bottles 
with label and wrapper which, while differing in certain details, caused the 
package to bear on the whole a striking resemblance to that of plaintiff, 
the court held that defendant had obviously aimed to mislead the public 
and granted a preliminary injunction. 169 


Where plaintiff had build up a large trade in its “Canadian Club 
Whisky,” which was of a distinctive proof, color and flavor and sold only 
in bottles bearing plaintiff's label and trade-mark, and defendant later 
began selling in bulk to wholesalers and jobbers its whisky, called “Cana- 
dian Type,” which in proof, color and flavor was a duplicate of plaintiff’s, 
and which, as the evidence showed, defendant marketed with the intention 
that it should be used for refilling plaintiffs bottles, and it was in fact so 
used, defendant was restrained and required to account. 172 


When a manufacturer places conspicuously on the packages or cartons 
in which his goods are sold his registered trade-marks, he has distinguished 
his goods from those of other manufacturers, especially in cases where 
shapes of boxes and colors of wrappers are common to the trade and his 
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marks are older in point of use and better known than those of his com- 
petitor. 341 


Defendant, placing upon the market a wine similar to plaintiff’s wine, 
which had an established reputation, did not have the right to adopt such 
a trade-mark or trade-name, or to assemble such similarities of size, shape 
and form of bottle, label, dress and cap, as would tend to produce confu- 
sion in the minds of the retail or consuming trade as to the origin of the 
product. 353 


III, 2, § 4. Substitution. 
Where defendants engaged in refilling and marketing acetylene gas 
tanks which had been originally distributed by complainant and bore com- 
plainant’s trade-mark, they were guilty of unfair competition. 485 


III, 2, § 5. Imitating Color. 

Where a manufacturer of confectionery adopted for his candy a box 
of the same size, shape and color, and tied with the same kind of ribbon, 
as the box of a competitor, but distinguished his goods by two registered 
trade-marks older than said competitor’s, the latter could not complain of 
unfair competition. 342 


III, 2,°§ 6. Trade and Corporate Names. 
a, Personal Names. 

In the absence of contract, fraud or estoppel, any man may use his 
own name, in all legitimate ways, and as the whole or a part of a corporate 
name. He is bound only so to use it as not to cause persons dealing with 
him to believe that they are dealing with another. 104 


One who has obtained from the manufacturer the exclusive right to 
sell its product, identified by the name Gill, and to use the name in con- 
nection with such sale, may enjoin the continued use of the name by one 
whose rights under a like contract have expired. 112 


Similar names upon stores are confusing when the similitude is suffi- 
cient to confuse an ordinarily prudent man observing the precautions usually 
taken to distinguish such stores. 273 


Complainant was entitled to have the public know that defendant’s 
business, conducted under a certain name, was not the same as that carried 
on by complainant under a similar name prior to defendant’s entering the 
field. 273 
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Where a poster for a photo-play displayed the picture of a woman 
whose costume was a copy of the costume of the plaintiff as she appeared 
in a certain photograph, but whose face did not resemble the face of the 
plaintiff either in the photograph or as she appeared in actual life, the 
plaintiff had no cause of action under section 51 of the New York Civil 
Rights Law, which forbids the use of another’s “name, portrait or picture” 
without his consent. 362 


Where the complainant, Philip Hilton, had purchased of the defendant, 
Joseph Hilton, the latter’s interest in the business, name and good-will of 
the clothing business of “The Hilton Company,” built up by both, by large 
expenditures in advertising, and the defendant, after establishing competing 
stores, had been enjoined from using the name “Hilton” alone or in such 
a way as to lead the public to believe that his goods and business were those 
of the complainant, the defendant was rightly adjudged guilty of contempt; 
it appearing that his competing stores were near the stores of the complain- 
ant, which the latter had continued under the original name and advertised 
as such, and that the defendant had adopted as his trade-name and for his 
signs the words “Jos. Hilton & Co.”; and this is so even though, at the 
time of adopting such name, the defendant anticipated the formation of 
a partnership with his two sons and one Tennenbaum, which was in fact 
afterwards entered into. 391 


The fact that the same name may have been used in other cities by 
other persons will not deprive appellees of protection against its use in the 
city in which it has been used exclusively by them until it has come to 
stand for their business. 301 


III, 2, § 6, b. Corporate Names. 

One who has filed a certificate under the law of New York, authorizing 
him to use the trade-name “Iowa Pearl Button Co.,” held not entitled to a 
preliminary injunction, to restrain a corporation organized under the laws 
of Iowa from using the same name, the name being descriptive of the busi- 
ness conducted under it. 92 


There should be no injunction against the use of a corporate name, 
when its similarity to one previously in use is not such as to deceive a per- 
son of ordinary intelligence. Equity is not bound to protect the careless 
or indifferent observer against possible deception. 104 


Where the similarity of the corporate names of complainant and de- 
fendant was such that the public would probably be deceived thereby, the 
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complainant was entitled to a preliminary injunction until the case could 
be heard upon the proofs. 196 


Where articles of incorporation had been filed by a company whose 
name was not so similar to another corporation already existing and con- 
ducting business as to be misleading, the Secretary of State having ex- 
ercised the discretion permitted him under Section 3680, Rem. Code of 
Washington, such filing could not be collaterally attacked; but the court 
could prevent the second company from continuing to use the name. 205 


A corporation cannot use, as a part of its name, a name which is likely 
to be confused with that of another corporation already in existence, even 
though such name is the family name of one of the incorporators. 264 


III, 2, § 6, c. Trade-Names. 
The words “Yellow Taxicab Company” may be acquired as a trade- 
name, and the evidence is such as to sustain the court’s finding that de- 
fendant had acquired that trade-name. 198 


The Act of June 30, 1906 (54 Stat. 669, c. 3913 [Comp. St. § 8682]), 
concerning the inspection of “meat and meat products,” applies to a product 
sold under the trade-name “oleomargarine.” 234, 


The words “United Painless Dentists,’ in view of the circumstances 
surrounding their use, were so similar to the words “Union Painless 


Dentists,” as to mislead the public and to make the use thereof constitute 
unfair competition. 301 


Where partners, practicing dentistry, having used the name “Union 
Painless Dentists” for a long period, filed a certificate to create a corpora- 
tion of the same name, intended to practice dentistry and to manufacture 
dental appliances, and issued stock, but, upon being informed that it was 
unlawful for a corporation to practice dentistry, did nothing further toward 
organization, although they added the word “Incorporated” to the name on 
their sign, it was held that such corporation did not compete with said 
partners so as to prevent them from asserting their right to the use of the 
name as against infringers. 301 


Plaintiff corporation, engaged principally in foreign trade, was the 
owner of a trade-mark consisting of the word “Caravel,” with a picture of 
a ship of the ancient type, which it applied first to paper and afterward 
to several other kinds of goods. Later, defendant corporation, also en- 
gaged largely in foreign trade, having adopted the name “Caravel Com- 
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pany” and a label bearing said name, with a similar representation of a 
ship, undertook to deal in various kinds of goods, including paper and 
other products, upon which plaintiff had previously used its trade-mark. 
Held, that defendant should be restrained from dealing in or advertising, 
under the name “Caravel Company,” or any similar name, those goods as 
to which plaintiff had established the exclusive right to use the Caravel 
trade-mark. 387 


Where defendant had adopted the name “Triangle Garment Manufac- 
turing Company” because its business was conducted in a building of tri- 
angular shape and known to the public as the “Triangle Corner,” the name 
was held not to be merely fanciful and arbitrary. Its use was natural and 
legitimate to designate the location of the business. 463 


Under the section of the Uniform Sales Act which provides that in 
case of a contract to sell or a sale of a specified article under its patent 
or other trade-name, there is no implied warranty as to its fitness for any 
particular purpose, “high-speed steel” is not a trade-name for steel. 464 


III, 2, § 6, d. Secondary Meaning. 

One taking as a business name words which are merely descriptive of 
the business in which he is engaged will not be protected in the exclusive 
use of that name, unless, being first in the field, he can be said ‘to have 
originated that line of business and applied the name to it, with the result 
that the descriptive words have acquired a secondary meaning and come to 
stand for him as the first user. 205 


The words “Union Painless Dentists” may become so associated with 
the business or vocation of certain persons, in a certain locality, as to lose 


their primary meaning and come to signify the business carried on by such 
persons and constitute a trade-name. 301 


III, 2, § 7. Descriptive Terms. 

The use by plaintiff of a trade-name consisting of a combination of 
words, none of which can be exclusively appropriated, will not be entirely 
enjoined. Merely the misleading manner of using the words will be en- 
joined, leaving plaintiff at liberty to use them in all ways not deceptive. 198 


Trade-names containing words descriptive of the business will be pro- 
tected from unfair competition when to the descriptive words there have 
been added fanciful words, or words of personal or geographical sig- 
nificance, so that the entire name becomes an original combination. 205 
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Where plaintiff's cocoanut oil shampoo, widely advertised and used 
by the public for a number of years, was described on the labels as “Mul- 
sified,” and defendants later endeavored to sell in the market created by 
plaintiff's advertising a similar preparation which they described as “Emul- 
sified,” defendants were guilty of unfair competition. 502 


III, 2, § 8. Geographical Terms. 
Where geographical terms have by long and exclusive use acquired 
a secondary signification as denoting the goods or business of a particular 
trader, a subsequent trader will be restrained from using such terms in a 
manner likely to deceive the public and from passing off his goods or 
business as those of his rival, since that would constitute unfair competi- 
tion. 136 


III, 2, § 10. Advertising. 
A competitor will be restrained from making use of plaintiff’s valuable 
advertising material improperly obtained from agents in plaintiff's em- 
ploy. Q47 


Defendant will be enjoined from advertising plaintiff's goods as being 


for sale by a concern which does not exist and at an address which is 
fictitious. 248 


The proprietor of a hairdressing establishment who stated falsely in 
an advertisement that an injunction had been granted against a competitor 
on the ground that he used chemicals upon the hair, was held criminally 
liable under a statute declaring it a misdemeanor to make untrue repre- 
sentations in an advertisement with intent to dispose of merchandise offered 
to the public. 268 


Where a dealer in its advertisements asserted that it was able to sell 
sugar for less than its competitors, because the large volume of its business 
permitted it to buy for less, and intimated that its competitors charged 
unfair prices, whereas said dealer actually paid the market price for its 
sugar and sold it at a loss, in connection with required purchases of other 
commodities, which were sold at prices high enough to afford a satisfactory 
profit on the transaction as a whole, it was held that said dealer had in- 
tentionally injured and discredited its competitors. 399 


Where a dealer’s advertisements stated that its teas were selected per- 
sonally by a representative in the various tea-growing countries and that 
the greatest care was taken “to get only first-crop pickings from upland 
soil,” and also that its coffees were bought directly “from the best planta- 
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tions in the world,” when, as a matter of fact, all of its coffees and seventy- 
five per cent. of its teas were purchased from wholesalers and importers 
in the United States, the remainder of the tea being obtained through a 
representative in Japan, who was not shown to have made selections of the 
character named, such advertisements were held to be false and designed 
to deceive the public and to injure competitors. 399 


Where complainant charged defendant with unfair competition in the 
use of similar advertising literature describing a belt similar to that manu- 
factured by complainant, but the evidence showed that, while the illustra- 
tions employed were somewhat alike, such literature would not deceive, 
and the defendant did not intend to deceive, the purchasing public into the 
belief that in buying from defendant they were securing the article made 
by complainant, the charge of unfair competition was not sustained. 436 


III, 2, 11. Trade Secrets. 

Secret formulas and processes are property rights which will be pro- 
tected by injunction, not only as against those who attempt to disclose or 
use them in violation of confidential relations or contracts express or im- 
plied, but as against those who are participating in such attempt with 
knowledge of such confidential relations or contract, though they might in 


time have reached the same result by their own independent experiments 
or efforts. 414 


Defendant upon entering the employ of the plaintiff contracted not 
to divulge any of plaintiff’s trade secrets, nor to enter the employ of any 
competitor of plaintiff in the state within a given period after the expiration 
of his contract with plaintiff. After becoming possessed of complete 
knowledge of plaintiffs customers, trade methods and confidential informa- 
tion, defendant resigned and entered the employ of one of plaintiff’s com- 
petitors within the state, to whom he disclosed certain of plaintiff’s secrets. 
Held, that he should be restrained from violating the negative covenants 
of the agreement. 424 


III, 2, § 138. Federal Trade Commission Act. 

The contention that Section Five of the Federal Trade Commission Act 
must be held void for indefiniteness, unless the words “unfair methods of 
competition” be construed to embrace only acts which had been condemned 
as acts of unfair trade by the common law, as expressed in cases decided 
prior to the passage of the Act, is unsound. While the phrase may be 
difficult of specific definition, the general idea which it embraces is well 
known. The commissioners are to exercise their common sense, as in- 
formed by their knowledge of the general idea of unfair trade at common 
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law, and restrain all those trade practices that have a capacity or a 
tendency to injure competitors directly or through deception of purchasers, 
quite irrespective of whether the specific practices in question have yet 
been denounced in common-law cases. 399 


In a case before the Federal Trade Commission, where a petitioner 
had discontinued the methods in question before the complaint was filed 
and the hearing had, and stated in its answer that it did not intend to 
resume them, but petitioner nevertheless contended that the Act was void 
for indefiniteness and unconstitutional, and that, even if valid, it had not 
been infringed by petitioner’s practices, it was held that an injunctional 
order of the Commission forbidding the practices complained of had not 
been improvidently issued. 399 


The construction of Section Five of the Federal Trade Commission Act 
followed above does not involve an unconstitutional delegation of legislative 
and judicial power of the Commission. 400 


The Federal Trade Commission Act expresses no intent on the part 
of Congress to restrain an owner of property from selling it at any price 
that is acceptable to him or from giving it away, although in making such 
sale or gift he may be prohibited from putting forward representations 
and committing acts which have a capacity or a tendency to injure or to 
discredit competitors and to deceive purchasers as to the real character of 
the transaction. 400 


Section Five of the Federal Trade Commission Act does not contem- 
plate unfair methods of competition between individuals, but rather such 
methods as are unfair to the public generally, particularly, such as if not 
prevented will grow so large as to lessen competition and create monopolies 
in violation of the Anti-Trust Acts. 409 


III, 2, § 14. Price Maintenance. 
The rule that the seller of merchandise parts with all control over it is 
no longer open to question. This rule applies regardless of whether patents, 
copyrights or trade-marks are involved. 82 


A wholesaler who purchases goods from the manufacturer under con- 
tract not to sell below a certain price, and his vendee who is not under 
such contract, are free to remove a serial or identification number placed 
upon the boxes containing the goods by the manufacturer. 86 


A contract of a manufacturer with a wholesaler not to sell to others 
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at less than a given price is in restraint of trade and will not be counte- 
nanced, 86 


The refusal of a manufacturer to sell to dealers who will not maintain 


a resale price fixed by him is a violation neither of the Anti-Trust Act, nor 
of the Clayton Act. 99 


A manufacturer, not attempting to reserve or retain any interest in 
goods sold, or to restrain vendee in his right to barter and sell them without 


restriction, may specify resale prices and refuse to deal with anyone fail- 
ing to maintain the same. 229 


In the absence of any purpose to create or maintain a monopoly, the 
Sherman Act does not restrict the right of a trader or manufacturer, 
engaged in an entirely private business, freely to exercise his own inde- 
pendent discretion as to parties with whom he will deal; he may announce 
in advance the circumstances under which he will refuse to sell. 229 


Recent decisions of the Supreme Court of the United States denying 
the right of patent owners, in selling patented articles, to reserve control 
over their resale or use, were not rested upon any mere question of the form 
of notice attached to the articles or the right to contract solely by reference 
to such notice, but upon the fundamental ground that the control of the 


patent owner over the articles in question ended with the passing of 
title. 281 


Where a patent owner delivers patent articles to a dealer by a trans- 
action which, essentially considered, is a complete sale, stipulations in the 
contract that the articles may not be resold at prices other or lower 
than those fixed presently and from time to time by the patent owner are 
void under the general law, and are not within the monopoly conferred, or 
the remedies afforded, by the patent law. 281 


A contract of absolute sale, made by a manufacturer, of its various 
manufactured preparations, in which the purchaser agrees to sell all goods 
purchased at regular retail prices to be indicated by the manufacturer, the 
manufacturer’s entire product being sold throughout the country only by 
means of such restrictive contracts, operates as an unlawful restraint of 
trade under the Sherman Act. 295 


Where a manufacturer sold its product only to selected jobbers and 
wholesalers, who knew that in their selling to retailers they were expected 
to maintain certain prices fixed by the manufacturer and that they were 
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likely to be denied goods if they failed so to do, the refusal of the manu- 
facturer to furnish goods to a jobber who sold at less than the fixed price 
was not an infringement of the federal statute forbidding combinations 
and discriminations in restraint of trade. 367 


A contract between a manufacturer of patterns and a merchant, by 
which the latter agreed not to sell or permit to be sold on his premises any 
make of pattern except that manufactured by the former, and not to sell 
these except at label prices, is obnoxious to the Clayton Act, as tending to 
lessen competition or create a monopoly, or both. 469 


III, 2, § 15. Other Instances. 
To appropriate news gathered at the expense of money and effort by 


another, for his own profit, and sell it for profit in competition with the 
former is unfair. 15 


False claims of having succeeded to the business of another, by reason 
of which the latter’s business is destroyed, constitute unfair competition. 53 


The removal, by the purchaser, of serial numbers or secret marks from 
cartons of goods is not unfair competition or infringement of trade- 
mark. 82 


The original owner of cartons enclosing goods cannot control pur- 
chasers’ treatment of the cartons. Serial numbers or secret marks placed 
upon boxes of goods by the original owner may be removed by purchasers 
without violating any rights of such original owner. 82 


A telephone company may be made a party to a suit for unfair use 
of a trade-name and enjoined from listing the name in association with 
the address of one not entitled to its use. 112 


It was unfair for defendants to sell machines of plaintiff, which they 
had obtained by exchange, without informing purchasers or stating in their 
advertisements that said machines were not new; or to sell such old 
machines to persons whom defendants had reason to know would sell them as 
new and who would represent themselves to be plaintiffs agents. 248 


Unless restrained by express agreement, an employee may upon the 
termination of his contract make use of the knowledge that he has acquired 
of the customers of his employer, so long as he does not resort to false 
statements or unfair means. 256 
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In the ordinary agreement of employment there is no implied contract 
by the employee not to solicit the trade of customers of his employer after 
the termination of his employment; nor does such solicitation constitute 
unfair competition, in the absence of an express agreement to the con- 
trary. 256 


III, 3. Surrs ror Unramr CoMPeTITION. 


§ 1. Jurisdiction. 
It is the value of the right to be protected from injury and not the 


extent of the injury already done that measures the amount required to 
confer federal jurisdiction. 49 


Where the jurisdiction of the District Court depends solely upon the 
fact that there is a federal question involved by reason of the registration 
of the trade-mark under the Act of Congress, there being no diversity of 
citizenship, there can be no liability on the charge of unfair competition 
prior to notice under the Act; the unfair competition must be an aggrava- 


tion of the infringement of the registeré@ mark to give the court jurisdiction 
to award damages. 182 


The power of determining whether a trade-name is “false or deceptive” 
given by law to the Secretary of Agriculture is, when exercised, conclusive 
of the falsity or deceptiveness of the name, and the power is a continuing 
one. 234 


Jurisdiction in cases of unfair competition in the U. S. District Court 
is not conditioned upon diversity of citizenship alone; the matter in con- 
troversy must exceed the value of $3,000. 369 


In a suit for an injunction upon the ground of unfair competition 
the value of the matter in dispute, as bearing upon the question of juris- 
diction, is not tested by the mere immediate pecuniary damage resulting 
from the acts complained of, but by the value to the complainant of the 
business or property right for which protection is sought. 485 


III, 3, § 2. Parties and Liability. 
A son of the owner of the business in the conduct of which the fraud- 
ulent competition occurs is a proper party defendant, when his guilty par- 
ticipation in the unfair practices is shown. 49 


Where it appeared that one of the alleged defendants was merely a 
trade-name under which two copartners did business, and said copartners 
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were sued also under their individual names, the trade-name was stricken 
from the title of the cause, although no motion to that effect was made. 254 


Where it appears that a corporation has become merely an abandoned 
shell, incapable of being made to respond for damages or to account for 
profits, a director or officer of such corporation is liable, equally with the 
corporation, for damages to one injured by the latter’s acts of unfair 
competition and to account for profits which he has actually received. 
Such director or officer may also be restrained from engaging in such 
acts. 441 


III, 3, § 3. Pleading and Practice. 
Where a complaint alleges violations of both the Sherman and the 
Clayton Acts, the defendant is entitled to have the cause of action based 
upon each statute stated separately. 291 


Where the court had held that defendant should be enjoined from 
selling fly paper under the trade-name “Grand Rapids Sticky Fly Paper 
Co.,” without differentiating the product from plaintiff’s, which had become 
known as “Grand Rapids Sticky Fly Paper,” a decree which permitted 
defendant to use said trade-name, provided it added the name of the two 
proprietors in type as large as that of said trade-name, and which directed 
defendant to use the word “sticky” as a descriptive term, and not as the 
name of a brand, requiring also certain minor changes, was held suffi- 
cient. 332 


Where in a case of alleged unfair competition a preliminary injunc- 
tion was denied because of the insufficiency of the supporting proofs, and 
the defendants were unwilling to have the case heard upon the averments 
of the bill as upon final hearing, a trial was necessary to find whether or 
not unfair competition actually existed. 375 


III, 3, § 4. Evidence. 

A party litigant cannot complain when the court accepts his allega- 
tions and sworn testimony as establishing the probability of confusion 
between packages of goods, notwithstanding that the finding of these facts, 
under all the circumstances of the case, operated to his detriment. 77 


Where an attorney brought suit against a client to recover fees for 
services rendered in a case of unfair competition, evidence as to com- 
pensation which defendant had paid attorneys in other actions was prop- 
erly excluded. Testimony of attorneys who had had no experience in 
trade-mark or unfair competition cases and of those who were experts in 
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that field, though without knowledge of the customary fees at the local bar, 
was competent. 337 


III, 3, § 5. Defenses. 
A plaintiff who has attempted to deceive the court and oppress his 
opponent should be denied relief in equity. 17 


Although the evidence showed that the defendant had imitated com- 
plainant’s mark and label for the purpose of reaping the benefit of com- 
plainant’s reputation and advertising, relief was nevertheless denied, because 
of the false and fraudulent conduct of the complainant in misrepresenting 
its product to the public. 242 


While a sales agent may charge his principal with liability for his 
unfair methods, although the latter may be ignorant of them, the agent’s 
guilt will not be imputed to an innocent principal to such an extent that 
said principal cannot come into equity with “clean hands.” 248 


Where a label bore the words “Pep-O-Mint” and “Life-Savers” and 
also the legend “Trade-Mark Registered,” and “Pep-O-Mint” was not 
registered, the owner was not denied relief against an infringer under the 
doctrine of unclean hands, it being shown that the word “Life-Savers” was 
registered and the legend being in such a position on the label that it could 
refer to that word. 322 


The presumption that a suitor’s hands are clean continues until some- 
one—the suitor himself, his adversary or the court—shows that they are 
unclean. : 327 

III, 3, § 6. Relief. 
a. Injunction. 

The court will not advise a party as to a course of conduct which will 
be regarded as complying with its decree. The burden is on the party to 
experiment, and make himself liable, if he fails to comply with the court’s 
requirements. 58 


A court of equity will not grant injunctive relief merely upon a com- 
parison of the corporate names of the parties and the inferences to be 
drawn therefrom, without reference to extrinsic facts and evidence of 
confusion and injury. 132 


An injunction pendente lite will not be granted to restrain the solicita- 
tion of the employees of a competitor, where the only inducements were 
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higher wages, better conditions, and increased opportunities for advance- 
ment, and the employees were not under a contract for any definite period 
of employment, and no fraudulent or unlawful means were used for that 
purpose. 446 


An injunction pendente lite will not be granted to enforce a negative 
covenant not to enter the employ of a competitor within the United States, 
except Alaska, during a period of two years after the employment shall 
cease, where it is not necessary to the protection of the covenantee, or reason- 
able and equitable under the facts of the case. 446 


An injunction pendente lite will not be granted to enforce such a 
negative covenant not to enter the employment of a competitor, where 
the covenantee has a substantial monopoly of the production of motion 
picture raw film stock, the term of employment has expired, and the occu- 
pation of the employee is that of an emulsion coater, whose services the 
covenantee can readily replace. 446 


An injunction pendente lite will be granted to restrain the disclosure 
of secrets of manufacture, although the negative covenant of employment 
in the contract of employment will not be enforced, pending the deter- 
mination of the action. 447 


III, 3, § 6, b. Accounting of Profits. 
It seems that an officer of a corporation cannot be held to account 
for profits which the corporation realized, but which he did not actually 
and personally receive. 441 


In strictly unfair competition cases, as distinguished from cases of 
infringement of technical trade-marks, the injured party is not entitled to 
recover profits as of right, but courts of equity may upon what seems to 
them sufficient grounds, include in their decrees an accounting for profits 
as well as an award of damages. 489 


III, 3, § 6, c. Damages. 

In a case where defendant was enjoined from using the name “The 
Come Back” as the title of a photoplay, but the evidence disclosed no 
fraudulent intent on the part of the defendant, all that plaintiff could 
recover would be the damages sustained by reason of defendant’s acts, 
and not the profits which it had made. 194 


III, 3, § 6, d. Costs. 
Since an Appellate Court, finding the decree of the District Court 
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erroneous in other respects, may modify said decree with respect to costs 
in accordance with its own conclusions as to the equities, the course of 
conduct of defendants in the case at bar was so manifestly unfair that 


they should pay the entire costs in the District Court and the Appellate 
Court. 124 


III, 3, § 7%. Laches. 

Complainant’s predecessor upon learning of defendant’s unfair practices 
had directed it to desist, and, upon defendant’s refusal, had brought suit. 
Three years later, a hearing not having been reached, complainant acquired 
title, and the case was dismissed without prejudice under Equity Rule No. 
57. Within two weeks complainant filed its bill. Held, that complainant 
was not barred by laches of its right to an injunction and an account- 
ing. 353 


III, 3, § 10. Contempt. 
As no proof of confusion is required for the issuance of an injunction, 


no proof of confusion is necessary to justify punishment for contempt, 
the likelihood of confusion being evident. 58 


The punishment for contempt depends upon the defendant’s knowledge 
of law and of the situation, and on whether he is acting with the advice 


of counsel. But ignorance of law or advice of counsel does not excuse the 
contempt. 58 


The defendant having been enjoined from using the name “Hilton” in 
a manner to deceive the public, continuance in the old method of doing 
business without the permission of the court cannot be excused because 
of alleged labor troubles that interfered with the required changes. 58 


In proceedings to punish for contempt for violation of an injunction 
restraining the use of a name, the rule of the criminal law, as to proving 
guilt beyond a reasonable doubt, does not apply; no greater proof is neces- 
sary than that required to secure the injunction in the first instance. 273 


When a defendant has been enjoined from using in the clothing business 
the name of “Hilton” alone or in such a way as to lead the public to believe 
that his goods are the complainant’s goods, or his business is the com- 
plainant’s business, the question whether he has violated that injunction is 
one of fact. The test is whether the use by the defendant of the words in 
dispute is likely to deceive ordinary purchasers buying with such care as 
would usually be exercised in such transactions. A nice discrimination 
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is not expected from the ordinary purchaser. Neither actual confusion 
nor actual fraudulent intent need be shown where the necessary and prob- 
able tendency of the defendant’s conduct is to deceive the public and pass 
off his goods or business as and for that of the complainant. Similarity, 
not necessarily identity, of name is recognized as a basis for relief. 391 
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